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Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1-7, 10, 20, 21 and 23 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Harvey et al. (EP 1054164 A2). 



PRIOR ART INVENTION 
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Fluid flows out of said piston 
casing 3 as said piston 2 (dashed 
lines) uncovers said relief port 7 


With respect to claim 1, Harvey teaches an actuator comprising a movable piston 2 in a 
piston casing 3, the piston 2 being movable to a predetermined axial position set by a relief port 
7 which is selectively openable for allowing incoming pressurized fluid to flow out of said piston 
casing 3 as said piston 2 uncovers said relief port 7. See particularly Figure 1, column 1 lines 
1 7-25, lines 29-34 of Harvey. 

Note: The desired use recitation "compressor bleed valve" does not add any structure to 
the claim to distinguish the invention from the prior art being used. Thus, the desired used 
recitation does not add any patentable weight to the claim. Any apparatus/device comprising the 
positively recited structural limitations (a piston, a relief port and a piston casing) of claim 1, 
clearly would anticipate the invention as written, as is the case with Harvey's actuator. 
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With respect to claim 2, Harvey teaches that the piston casing 3 has first and second 
opposed end portions, and wherein said relief port 7 is provided at a location intermediate said 
first and second opposed end portions. See particularly Figure 1 of Harvey. 

With respect to claim 3, Harvey teaches that the piston 2 is movable from one side of 
said relief port 7 to an opposed side thereof when said relief port 7 is closed. See particularly 
Figure 1 of Harvey. 

With respect to claim 4, Harvey teaches that the actuator further comprises a control port 
6 provided at a first end portion of said piston casing 3, said control port 6 being connected to a 
first valve operable for allowing pressurized fluid to flow into and out of the piston casing 3. See 
particularly Figure 1, column 1 lines 11-12 of Harvey. 

With respect to claim 5, Harvey teaches that said control port 6 and said relief port 7 are 
in fluid flow communication via said piston casing 3 when said piston 2 uncovers said relief port 
7. See particularly Figure 1 of Harvey. 

With respect to claim 6, Harvey teaches that the piston 2 has a first face adapted to be 
exposed to fluid pressure, and wherein a first stop is provided in said casing 3 to stop said piston 
in a first limit position in which said first face of said piston is spaced axially from said control 
port 6. See particularly Figure 1 of Harvey. 

With respect to claim 7, Harvey teaches that the piston 2 is biased against said first stop. 
See particularly Figure 1 of Harvey. 

With respect to claim 10, Harvey teaches that stoppers are provided on either sides of the 
relief port 7 to physically set the limit positions of the piston 2. See particularly Figure 1 of 
Harvey. 
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With respect to claim 20, Harvey teaches an actuator comprising: a piston 2 slidable in a 
piston casing 3 between first, second and third positions, said second position being intermediate 
said first and third positions, a first port 6 provided in said piston casing 3 for allowing a 
pressurized fluid to be selectively supplied into said piston casing 3 in order to displace said 
piston 2 from said first position to said third position, and a selectively openable outlet port 7 
provided in said piston casing 3 at a location corresponding to said second position, whereby 
when said piston 2 uncovers said outlet port 7 and said outlet port 7 is opened, the pressurized 
fluid flowing into said piston casing 3 via said first port 6 is permitted to flow out of said piston 
casing 3 through said outlet port 7, thereby causing said piston 2 to remain in said second 
position thereof. See particularly Figure 1, column 1 lines 17-25, lines 29-34 of Harvey. 

Note: The desired use recitation "compressor bleed valve" does not add any structure to 
the claim to distinguish the invention from the prior art being used. Thus, the desired used 
recitation does not add any patentable weight to the claim. Any apparatus/device comprising the 
positively recited structural limitations (a piston, a relief port and a piston casing) of claim 20, 
clearly would anticipate the invention as written, as is the case with Harvey's actuator. 

With respect to claim 21, Harvey teaches that the first port 6 and said outlet port 7 are in 
fluid flow communication via said piston casing 3 when said piston 2 uncovers said outlet port 7. 
See particularly Figure 1 of Harvey. 

With respect to claim 23, Harvey teaches a method of setting an intermediate position of 
an actuator, the actuator including a fluidly movable piston 2 received in a casing 3 for sliding 
movement between first, second and third positions, the second position being intermediate the 
first and third positions, the method comprising the steps of: biasing said piston 2 towards said 


Application/Control Number: 10/628,574 Page 6 

Art Unit: 3746 

first position; directing a pressurized fluid into said casing 3 via a first port 6 to displace said 
piston 2 away from said first position; and opening a relief port 7 to permit pressurized fluid to 
flow out of said casing 3 at said second position once said piston 2 uncovers said relief port 7. 
See particularly Figure 1, column 1 lines 17-25, lines 29-34 of Harvey. 

Note: The desired use recitation "compressor bleed valve" does not add any structure to 
the claim to distinguish the invention from the prior art being used. Thus, the desired used 
recitation does not add any patentable weight to the claim. Any apparatus/device comprising the 
positively recited structural limitations (a piston, a relief port and a piston casing) of claim 23, 
clearly would anticipate the invention as written, as is the case with Harvey's actuator. 
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3. Claims 1-5, 20, 21 and 23 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Masayoshi (JP 08074808). 
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With respect to claim 1, Masayoshi teaches an actuator comprising a movable piston 5 in 
a piston casing, the piston 5 being movable to a predetermined axial position set by a relief port 
3 c which is selectively openable for allowing incoming pressurized fluid to flow out of said 
piston casing as said piston 5 uncovers said relief port 3c. See particularly Figure 1, and abstract 
of Masayoshi. 

Note: The desired use recitation "compressor bleed valve" does not add any structure to 
the claim to distinguish the invention from the prior art being used. Thus, the desired used 
recitation does not add any patentable weight to the claim. Any apparatus/device comprising the 
positively recited structural limitations (a piston, a relief port and a piston casing) of claim 1, 
clearly would anticipate the invention as written, as is the case with Masayoshi 5 s actuator. 
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With respect to claim 2, Masayoshi teaches that the piston casing has first and second 
opposed end portions, and wherein said relief port 3c is provided at a location intermediate said 
first and second opposed end portions. See particularly Figure 1, and abstract of Masayoshi. 

With respect to claim 3, Masayoshi teaches that the piston 5 is movable from one side of 
said relief port 3c to an opposed side thereof when said relief port 3c is closed. See particularly 
Figure 1, and abstract of Masayoshi. 

With respect to claim 4, Masayoshi teaches that the actuator further comprises a control 
port 3e provided at a first end portion of said piston casing, said control port 3e being connected 
to a first valve 4e operable for allowing pressurized fluid to flow into and out of the piston casing 
. See particularly Figure 1, and abstract of Masayoshi. 

With respect to claim 5, Masayoshi teaches that said control port 3e and said relief port 
3c are in fluid flow communication via said piston casing when said piston 5 uncovers said relief 
port 3c. See particularly Figure 1, and abstract of Masayoshi. 

With respect to claim 20, Masayoshi teaches an actuator comprising: a piston 5 slidable 
in a piston casing between first, second and third positions, said second position being 
intermediate said first and third positions, a first port 3e provided in said piston casing for 
allowing a pressurized fluid to be selectively supplied into said piston casing in order to displace 
said piston 5 from said first position to said third position, and a selectively openable outlet port 
3 c provided in said piston casing at a location corresponding to said second position, whereby 
when said piston 5 uncovers said outlet port 3c and said outlet port 3c is opened, the pressurized 
fluid flowing into said piston casing via said first port 3e is permitted to flow out of said piston 
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casing through said outlet port 3c, thereby causing said piston 5 to remain in said second position 
thereof. See particularly Figure 1, and abstract of Masayoshi. 

Note: The desired use recitation "compressor bleed valve" does not add any structure to 
the claim to distinguish the invention from the prior art being used. Thus, the desired used 
recitation does not add any patentable weight to the claim. Any apparatus/device comprising the 
positively recited structural limitations (a piston, a relief port and a piston casing) of claim 20, 
clearly would anticipate the invention as written, as is the case with Masayoshi' s actuator. 

With respect to claim 21, Masayoshi teaches that the first port 3e and said outlet port 3c 
are in fluid flow communication via said piston casing when said piston 5 uncovers said outlet 
port 3c. See particularly Figure 1, and abstract of Masayoshi. 

With respect to claim 23, Masayoshi teaches a method of setting an intermediate position 
of an actuator, the actuator including a fluidly movable piston 5 received in a casing for sliding 
movement between first, second and third positions, the second position being intermediate the 
first and third positions, the method comprising the steps of: biasing said piston 5 towards said 
first position; directing a pressurized fluid into said casing via a first port 3e to displace said 
piston 5 away from said first position; and opening a relief port 3c to permit pressurized fluid to 
flow out of said casing at said second position once said piston 5 uncovers said relief port 3c. See 
particularly Figure 1, and abstract of Masayoshi. 

Note: The desired use recitation "compressor bleed valve" does not add any structure to 
the claim to distinguish the invention from the prior art being used. Thus, the desired used 
recitation does not add any patentable weight to the claim. Any apparatus/device comprising the 
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positively recited structural limitations (a piston, a relief port and a piston casing) of claim 23, 
clearly would anticipate the invention as written, as is the case with Masayoshi's actuator. 


4. Claims 1 and 3 are rejected under 35 U.S.C. 102(b) as being anticipated by Bentley (U.S. 
1,884,531). 



With respect to claim 1, Bentley teaches an actuator comprising a movable piston 17 in a 
piston casing 14, the piston 17 being movable to a predetermined axial position set by a relief 
port 34 which is selectively openable for allowing incoming pressurized fluid to flow out of said 
piston casing 14 as said piston 17 uncovers said relief port 34. See particularly Figures 1, 4, and 
page 2 lines 96-101 of Bentley. 

Note: The desired use recitation "compressor bleed valve" does not add any structure to 
the claim to distinguish the invention from the prior art being used. Thus, the desired used 
recitation does not add any patentable weight to the claim. Any apparatus/device comprising the 
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positively recited structural limitations (a piston, a relief port and a piston casing) of claim 1 , 
clearly would anticipate the invention as written, as is the case with Bentley' s actuator. 

With respect to claim 3, Bentley teaches that the piston 17 is movable from one side of 
said relief port 34 to an opposed side thereof when said relief port 34 is closed. See particularly 
Figures 1, 4, and page 2 lines 96-101 of Bentley. 

Allowable Subject Matter 

5 . Claims 1 1 - 1 9 are allowed. 

6. Claims 8, 9 and 22 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Contact information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William H. Rodriguez whose telephone number is 571-272-4831. 
The examiner can normally be reached on Monday-Friday 7:30 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cheryl J Tyler can be reached on 571-272-4834. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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